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£/ NOTICE OF DUTY OF DISCLOSURE 

IMPORTANT 
Duty of Disclosure. (Rule 56) 

It is mandatory that Information of which you are aware or become aware of during the prosecution of the application up until issuance of a 
patent and which is "Material to patentability" be disclosed to the PTO ( Information Disclosure Statement (IDS)). Submission of such 
Information b necessary to comply wBh the rules of the Patent and Trademark Qmce (PTO) and to lessen the GkeBhood of attacks, in any subsequent 
(ffigafion. on the vaBcffiy or enforceability of the' patent on the ground of 'inequitable conducT Information which must he submitted Includes not only 
printed publications but also offers for sate and pub tic uses of the Invention In the US. more than one year prior to the U.S. fiHng oate. The PTO 
considers information material to patenia WHy: 

'...when ft is not cumulative to information already of record or being made of record in the application, and 

(1) it establishes, by itself or in combination with other information, a prima facie case of unpatentability of a daim; or 

(2) ft refutes or is inconsistent with, a position the applicant takes In: 

(i) opposing an argument of unpatentability relied on by the office, or 
(3) asserting an argument of patentability. 

A prima facta case of unpatentability is established when the information compels a conclusion that a daim is unpatentable under the 
rjreponderanoe of evidence, burden-of -proof standard, giving each term in the claim Its broadest reasonable construction consistent 
wfth the specification, and before any consideration is given to evidence which may be submitted in any attempt to establish a contrary 
conclusion of patentability." 

If the materiality of the Information It not clear, please send it to us, as soon as possible after its discovery, for our evaluation . The fi Qng of an 

IDS snail not be considered in any way to be an admission that the information is or is considered to be material to patentability. 

Timing 

To rnhimize the necessity of paying fees in order to have such information considered by the PTO, we strongly advise you to: 

(a) send all known material information to us at tho latest 1 month after a new application raffled; 

(b) send an material information to us at the latest 1 month alter It Is first dBooverad by a person having a duty of cfsdosure under 
the rule (the latter are inventors, attorneys or agents prosecuting the application and associates of the inventors or assignees 
Involved with the application); a nd 

(c) send a copy of the search report In a counterpart foreign appfication and aO references cited therein (or preferably English 
language equivalents thereof) to us at the latest 1 month after its mailing date from the foreign patent office. 

In case (b) above, inform us of the data on which the information first came to the attention of a person having a duty of disclosure. In case (e). inform us 
of the maflfng date from tho foroign patent office of such communication. 

Non-English Language References 

Non-EngOsh language references win pot be considered by the PTO unless: 

(1) an English language equivalent or translation is provided, 

(2) an individual associated wfth the filing of the appfication and most knowledgeable about the content of the reference provides a concise 
explanation of Its relevance, to the best of his/her knowledge; a concise explanation may be provided by pointing out and providing a 
translation of the pertinent portions of the reference, or 

(3) the information was cited in a search report by a foreign patent office and an English language version or translation of the search report 

indicating the relevance of the reference Is submitted. 

To minimize questions of vaGdfty based on a non-EngSsh language reference, option (1) is preferable, especially » the invention is of commercial 
importance. While proceeding under option (2) or (3) may be sufficient to comply with the Rule, any resultant presumption of vaDcGty over the ncrv 
English language reference($) may be overcome in legation, e.g., if the explanation b shown to be inaccurate or incomplete. Also, we foresee that 
explanations under option (2) may be challenged in legation on the ground that they were not mads by "the person most knowtedgeabla" 

THE DUTY OF DISCLOSURE APPLIES TO ALL INDIVIDUALS SUBSTANTIVELY INVOLVED IN THE PREPARATION 
OR PROSECUTION OF THE APPLICATION. 

THE DUTY IS A CONTINUING OBLIGATION WHICH DOES NOT CEASE UNTIL THE PATENT IS GRANTED. 
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